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REMARKS 



Claims relating to the non-elected group have been canceled without 
prejudice to applicant's right to file an appropriate continuing application directed thereto. 
Some of original claims 10-21 have been reworded so as to fall within the elected group. 

The present invention is based, in part, on conducting a process in which 
the B-glucanase activity is controlled such that a high content of soluble B-glucan is 
realized That activity may arise from enzymes added as such or in the form of a cereal 
employed in the process, as described at page 6, line 27 to page 7, linc3. The claims have 
been revised to make this more clear. Claim 1 has also been reworded to more clearly 
indicate that the high content of soluble B-glucan is more than 0.2% by weight in 
accordance with page 8, line 22 and to indicate that essentially lacking B-glucanase 
activity means that the yield of soluble B-glucan does not decrease by more than 20% m 
respect to the yield obtainable from a corresponding non-germinated cereal or mtxturc of 
cereals. An alternative independent claim has also been submitted based on claim 1 with 
the additional recitation that the enzymes present arc such that more than 50% of soluble 
B-glucan contained in the cereal is preserved in the final product as described, for 
example, on page 6 of the application. 

The rejection of claims 5 and 6 under 35 U.S.C. § 1 12, first paragraph, on 
the grounds of enablement is respectfully traversed. The rejection is based on the 
assertion that the specification docs not describe how to heat treat a material to ehmmate 
certain enzyme activity and there is but one commercial product described m the 
specification which has those characteristics. It is respectfully submitted that these 
observations do not meet the Examiner's burden of establishing the factual basis for the 
asserted lack of enablement. Thus, basis for this rejection require^Exammer to 
establish that those of ordinary skill in the art would not know how to heat treat a material 
,'olmninate enzyme activity and a lack of description in the present specification does not 
suggeslany such lack of knowledge. Destruction of enzyme activity by heating is a 
general phenomenon, well known throughout the art. The particular commercial product 
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in ,he working example is advantageous because it has a high content of soluble B-glucan 
but there is no reason tot anvrfjheother commercial materials noted in the 
specification!o^able in the art, could not be ujMinJhepresent invention. Those 
skMedTn theart would clearly.be able to practice the claimed invention even ,f the 
particular'commercial product noted in the application was discontinued. 

The rejection of the claims under 35 U.S.C. § 1 12, second paragraph can be 
withdrawn in light of the foregoing amendment to further define the high content of 
soluble B-glucan and the lack of B-glucanase activity. The Examiner's statement tha, rt » 
unclear what the basis of the range is is not understood since the range is stated to be "by 
weight" The Examiner's observation that the specification appears to be based on "by 
volume" would appear to be a suggestion that the percentage should be specified as w/v 
and mis change will be made if the Exarmner so desires. It shouldbe noted, however, m 
the aqueous systems of the brewery industry, w/v values are not significantly Afferent 
from w/w values. The Examiner's observation that it is unclear what units of werght or 
volume are being used is no. understood since it does not matter which units are bemg 
used as long as those units are consistent. For example, lof 100 pounds and 2.2 of 2200 

grams are both 1 weight percent. 

Claims 1, 2, 4 and 7-9 were rejected under 35 U.S.C. § 102 over Breworld. 

This rejection is respectfully traversed. 

The Examiner has pointed to D.B.'s Oatmeal Stout which contains oatmeal 
and barley and then stated that these grains essentially lack glucanase activity. The basrs 
for the Examiner's conclusion that these grains lack such enzyme activity is notse. .forth. 
1, is resp^fiTlly submitted' that thU ruction is untenable in the absence of such a basrs. 

Regardless of the lack of a factual basis, it is respectfully pointed out that 
Breworld is entirely different from that of the present invention. All of the Breworld 
recipes use malt which provides the range of enzymatic activities. Among other 
enzymatic activities, malt supplies B-glucanase which degrades B-glucan. All enzymes 
except B-amylase are formedlu^gmalting. The products prepared accordmgtothe ^ 
Breworld worts will therefore neither have a "high content of soluble B-glucan" nor a 
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cereal is preserved in the final product" 

A rejection based on Section 103 is also no. appropriate smce there ts 
nothing in Breworld which teaches or suggests a process for the production of a cereal 

The rejection of claim 3 under 35 U.S.C. § 103 over Breworld ts also 
resp ectfully traversed. Even if "it is notoriously well brown to use a malt extract (a 

surely tire Examiner would have been able to find a reference so stating, rather than 
attempting to take administrative notice of an asserted fact. 

The ^ case cited by the Examiner docs not appear to be m potn, wtti, 

the fact situation of the instant case. The present invention is not jus, a "formula for 

riJwnaccord.ngtotastc.Kathermeinventionisbasedonadeepsctentificms^ 
into the enzymatic processes which are involved in brewtng. 

In light of al! of the foregoing, it is respectfully submuted that tins 

Allowance is respectfully solicited. 



1 ***** ^a^aSSpSSSSuSiffi 

deposited with *e Unite d b^tes sia 

on January 20, 2000: 

F/jwarH A.Meilman, Esq. 

-^n^Htppncalu^ or 

Registered Representative 



Respectfully submitted, 
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January 20, 2000 
"Date ot Signature" 



Edward A. Meilman 

^o"Sgerb & soff E n,llp 

1180 Avenue of the Amencas 
New York, New York 10036-8403 
Telephone: (212)382-0700 
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